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IN THE UNITED STATES 
PATENT AND TRADEMARK OFFICE 



Applicant: Ralph K. ITO 

Serial No.: 09/400,034 

Filing Date: September 21 # 1999 

Title: METHODS AND APPARATUS FOR PREPARING A FLUID SAMPLE 



Group Art Unit: 1723 



Mail Stop Appeal Brief -Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

SIR: 



Further to the Examiner's Answer (Paper No. 022004) 
mailed on February 27, 2004, which set a period of response 
to expire on April 27, 2004, the applicant requests that 
the Board further consider this Reply Brief. 



The arguments made by the applicant in the Appeal 
Brief are maintained and incorporated herein by reference. 
This Reply Brief is intended to supplement, not replace, 
the Appeal Brief . 



ALIQUOT 



Examiner: Matthew O. Savage 



REPLY BRIEF 



Argument 
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Claim 1 of Group I 

Independent claim 1 is not anticipated by the Ruediger 
patent because the Ruediger patent does not teach a 
constricted passage, arranged between a channel and a 
support, for collapsing a pipette tip of a first part as 
the first part is inserted into the second part. Recall 
that the Ruediger patent describes a valve block C used to 
dispense, or not dispense, fluid from reactor vessels 10, 
via outlet tubes 52, into wells 12 of a collection block D. 
(See, e.g., Figure 1 and column 8, lines 43-51.) Leur tip 
adapters 56 are used to fluidly couple the reactor vessels 
10 with outlet tubes 54. (See, e.g., column 9, lines 48-55 
and Figure 4.) More specifically, as shown in Figures 4, 6 
and 8, as a slide 44 is moved by a threaded screw 74, each 
of its spaced, downwardly extending, ribs 66 force a 
resilient member 68 into an outlet tube 54 arranged between 
it and a corresponding upward extending rib 62 of a bottom 
plate 40. This structure operates to form a "pinch valve". 
(See, e.g., column 9, line 39 through column 10, line 55.) 
As can be appreciated from this disclosure, as well as 
reference to Figures 6 and 8, the outlet tube 54 is pinched 
after it has already been situated. (See, e.g., column 10, 
lines 6-10.) It is not collapsed as it is inserted. 

In the Examiner's Answer, the Examiner makes two 
counterarguments. First, the Examiner contends: 

the functional limitation "for 
collapsing a pipette tip of a first 
part as the first part is inserted into 
the second part" of claim 1 is broad 
enough to include the procedure of 
collapsing the pipette tip after 
situating the pipette tip into a 



2 



restricted passage having an adjustable 
cross section as disclosed by Ruediger 
et al since the word "as the first part 
ins inserted into the second part" can 
be broadly interpreted as meaning 
"while the first part is inserted into 
the second part." [Emphases added.] 

(Paper No. 022004, page 6.) By proposing the application 
of such a broad interpretation, the Examiner is, in effect, 
asking the Board to ignore an important recitation in the 
claim. That is, under the interpretation proposed by the 
Examiner, the recitation 



constricted passage, arranged between a 
channel and a support, for collapsing a 
pipette tip of a first part as the 
first part is inserted into the second 
part 

would, in effect, simply be interpreted as: 



constricted passage, arranged between a 
channel and a support, for collapsing a 
pipette tip of a first part. 

The applicant respectfully submits that the claimed feature 
should be given its ordinary meaning, as understood by 
those skilled in the art, consistent with the objectives 
and purposes of the invention (See, e.g., the title, 
"METHODS AND APPARATUS FOR PREPARING A FLUID SAMPLE 
ALIQUOT " . Emphasis added.), rather than applying a 
proposed interpretation that would, in effect, remove claim 
language from consideration. 

Second, the Examiner argues in the alternative: 
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that the sequence of events implied by 
the by the phrase "as the first part is 
inserted into the second part" carries 
no patentable weight because it relates 
to the intended use of an apparatus 
having the same structure to the extent 
recited in instant claim 1. 

(Paper No. 022004, pages 6 and 7.) The applicants note 
that the language defines a structural relationship between 
the constricted passage of the second part and the pipette 
tip of the first part, and is therefore not merely reciting 
an intended use. Further, the case law makes clear that 
there is nothing wrong with defining something by what is 
does rather than by what it is. See, e.g., In re . 
Swinehart , 169 U.S.Q.P. 226, 228 (CCPA 1971). Finally, as 
set forth in detail in the Appeal Brief, the claimed 
structure is not the same as that in the Ruediger patent. 

In view of the foregoing, the applicant respectfully 
submits that the Board should reject the Examiner's 
proposals to ignore an important claim recitation. 

Group IV: Claim 53 

Claim 53 is not anticipated by the Ruediger patent 
because the Ruediger patent does not disclose a pipette tip 
that is tapered. In the Examiner's Answer, the Examiner 
clarified that his position is that element 54 is the 
pipette tip, and stated: 

the pipette 54 is tapered since it 
includes a tapered portion between an 
upper larger diameter part receiving a 
lower end of part 56 and a lower 
smaller diameter part that is received 
within the constricted passage. 
[Emphasis added.] 
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(Paper No. 022004, page 9.) Apparently, the Examiner is 
referring to the cross section of FIG. 8 of the Ruediger 
patent. As the quoted language of the Examiner's argument 
shows, the Examiner is ignoring the term "tip" in the 
phrase "pipette tip" . The ordinary meaning of tip is the 
end of an object, especially a pointed or projecting 
object. A portion of element 54 in the Ruediger patent 
that is "between" an upper part and a lower part is clearly 
not a tip. 

Conclusion 

In view of the earlier filed Appeal Brief, in addition 
to the foregoing argument which supplements that Appeal 
Brief, the applicant respectfully submits that the pending 
claims are in condition for allowance. Accordingly, the 
applicant requests that the Board reverse each of the 
outstanding grounds of rejection. 



Respectfully submitted, 



April 27, 2004 




Johjn C. Pokotylo, Att&rney 
Reg. No. 36,242 
Customer No. 26479 
(732) 542-9070 
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